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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: A.N. Schwartz et al. Attorney Docket No: SWTZ 1 10464 

Serial No: 08/794,154 Group Art Unit; 3408 

Filed: February 3, 1997 Examiner; P. Nerbun 

Title: GOGGLES WITH PLIABLE AND RESILIENT SEALING PAD 

PETITION FOR REMAND 

Seattle, Washington 98 1. 0 1 

October 15, 1998 

TO CHIEF JUDGE, BOARD OF PATENT .APPEALS AND INTERFERENCES: 

Applicants respectfully request thai this application be remanded to the Examiner for rhe 
purpose of entry of an Amendment canceling Claims 13, 14, 48 and 49 from the application presently 
on appeal. This petition is based upon the following facts: 

1. On March 26, 1997, the primary Examiner Peter Nerbun entered a Final Rejection of 
the claims in the pending application. See Paper No. 15 in Application No, 08/794,154. This Office 
Action also indicated that Claims 13, 14. 48 and 49 were objected to as being dependent upon a 
rejected base claim, but would be allowed if rewritten in independent form including all the limitations 
of the base claim and any of the intervening claim. 

2. On June 24, 1997, applicants filed an appeal from the Final Rejection in this 
application, 

3. On December 30, 1997, the Examiner filed his Answer in this appeal. See Paper 
No. 20 in application No. 08/794,154. Applicants filed a Reply Brief on March 2, 1998. See Paper 
No. 24. On September 25, 1998, this application was remanded to the Examiner for "a proper 
response to Rep!) 3rief." See Paper No. 25. 
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4. In the meantime, applicants filed a new application (Serial No. 09/069,706) on 
April 29, 1998. This new application included four new claims which restated Claims 13, 14, 48, and 
49 from Application No. 08/794,154 in independent form including all of the limitations of rejected 
base claim and any intervening claim, as suggested by the Examiner in his March 24, 1997 Office 
Action. 

5. On July 16, 1998, the Examiner mailed an Office Action in Application 
No. 09/069,706, provisionally rejecting the four new claims under 35 U.S.C. § 101 as claiming the 
same invention as Claims 13, 14, 48 and 49 of the co-pending Application No. 08/794,154. See 
Exhibit A hereto. 

6. Applicants respectfully request that Application Serial No. 08/794, 154 be remanded to 
the Examiner for purpose of entry of an amendment canceling Claims 13. 14. 48 and 49 from that 
application, See Exhibit B hereto. 

Additional Fee_Charges or Credit for Over pa yment 

The Commissioner is hereby authorized to charge any fees under 37 CF.R. 1.16, 1.17 and 
1.18 which may be required during the entire pendency of the application, or credit any overpayment, 
to Deposit Account No. 03-1740. This authorization also hereby includes a requesi for any 
extensions of time of the appropriate length required upon the filing of any reply during the entire 
prosecution of this application. A copy of this sheet is enclosed . 

Respectfully submitted, 

CHR1STENSEN O'CONNOR 
JOHNSON & KINDNESS™* 


;/ // 

Thomas D. Theisen 
Registration No. 35,713 
Direct Dial (206) 224-0721 


CHRISTENSEN 
OCONNOR 

TrVUXTCV^XT 


.-..•liVll 'M\'. 


■ ¥ 

1 

2 
3 
4 
5 
6 
7 
8 
9 
10 
11 
12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 


14:40 FAX 


004 


I hcrcbv cenifv that this correspondence is transmitted via facsimile addressed to: Facsimile No. 
703,308.7952. Attn: Craig Weinberg. U.S. Paicni and Trademark Office. Board or Patent Appeals and Interferences. 
Washington, D.C. 20231. on October 15. 1998, 

Date: October 15. 199K ; \ t 
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Office Action Summary 


Application No. 
09/069,706 


Applicants) 


Schwartz er al 



i_. Responsive to communicat/onfsJ filed on m „ - • 

Lj This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as tc the merits is closed 

in accordance with the practice under Ex parte Quayfe, 1935 CD. 11; 453 O.G, 213. 
A shortened statutory period for response to this action is set to expire 3 monthls), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. I3S U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 


Disposition of Claims 
H Claim (s) 11-14 


is/are pending in the application. 


Of the above, claim(s) 
Z Claim is) 


X Claim Is} 77-74 

Z Claim(s) 

Claims 


is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to, 


are subject to restriction or election requirement. 


Application Papers 

;~~ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948, 

Z The drawing(s) filed on is/are objected to by the Examiner. 

Z The proposed drawing correction, f iJed on is .approved Zbisapproved. 

Z The specification is objected to by the Examiner. 

Z The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S,C. § 119 

Z Acknowledgement is made of a claim for foreign priority under 35 U.S.C. 5 1l9(a)-(d). 
Z All Z Some* ZNone of the CERTIFIED copies of the priority documents have been 
Z received. 

□ received in Application No. (Series Code/Serial Number) • 

□ received in this national stage application from the international Bureau (PCT Rule 17.2(a)). 
•Certified copies not received: . 


'_ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. 5 119(e). 

Attachment^) 

IS Notice of References Cited, PTO-892 

SS Information Disclosure Statement(s), PTO-1449, Paper No(s). 2 
Z Interview Summary, PTO-413 

Z Notice of Draftsperson's Patent Drawing Review, PTO-948 
L3 Notice of Informal Patent Application, PTO-152 


EXHIBIT A 


SEE OFFICE ACTION ON THE FOLLOWING PAGES — 


U. S. Pkcm and Taetmaflc Office 
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Serial Number: 09/069; 706 Pafia 2 

i 

Art Unit: 3408 j 


Claims 11, 12, ! 1 3, and 14 of this application conflict with claims 13, 14, 48, and 49 of 

i 

Application No. 08/794, 154. 37 CFR 1 .78(b) provides that when two or more applications filed 
by the same applicant contain conflicting claims, elimination of such claims from all but one 

j 

application may be required in the absence of good and sufficient reason for their retention during 
pendency in more than one application. Applicant is required to either cancel the conflicting 

claims from all but one japplication or maintain a clear line of demarcation between the 

i 
i 

applications. See MPEP § 822. 


A rejection base|d on double patenting of the "same invention" type finds its support in the 
language of 35 U.S. C. joi which states that "whoever invents or.discovers any new and useful 
process ... may obtain aipatent therefor ..." (Emphasis added). Thus, the term "same invention," 
in this context, means ah invention drawn to identical subject matter. See Miller v. Eagle Mfg. 
Co.. 151 U.S. 186 (1894); In re Ocken, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type|(35 U.S.C. 101) double patenting rejection can be overcome by canceling 
or amending the confliajing claims so they are no longer coextensive in scope. The filing of a 
terminal disclaimer cannjpt overcome a double patenting rejection based upon 35 U.S.C. 101. 

j 

Claims 1 1, 12, 13, and 14 are provisionally rejected under 35 U.S.C. 101 as claiming the 

t 

! 

same invention as that of claims 13, 14, 48, and 49 of copending Application No. 08/794,154. 

i 
i 

This is a provisional double patenting rejection since the conflicting claims have not in fact been 


patented. 


The patent to Hisataka is cited to disclose an article of head wear having face pad layers 
12a, 12b, Fig. 2 which offer differing levels of resistance to deformation so that the inner layer 
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Serial Number: 09/069,706 
Art Unit: 3408 


Page 3 


12b is soft to provide comfort in contacting the face whereas the outer layer 12a is relatively hard 

! 
j 

to provide shock resistance. 

Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Pejter Nerbun, whose telephone number is (703)-308-0955. The examiner 

i 

can normally be reached on Monday-Thursday from 8:30 to 6:00. The examiner also can be 
reached on alternate Fridays. 

Any inquiry of a general nature or relating to the status of this application should be directed 
to the Group receptionist whose telephone number is (703)-308-0861 . 


Peter Nerbun 
July 1, 1998 


Peter Nerbun 
Primary Examiner 
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Applicants: 
Serial No: 
Filed: 
Title: 


*Examiner 
Initial 


TIOW CITED BY APPLICANTS THAT MAY BE MATERIAL 
TO THE PROSECUTION OF THE SUBJECT APPLICATION 


A.N. Schwartz et al. 


09/069,706 


Attorney Docket No: S WTZ1 12205 
Group Axt Unit: 3408 
April 291 \ 998 Examiner: P. Nerbun 

GOGGlJES WITH PLIABLE AND RESILIENT SEALING PAD 

i 

! U.S. PATENT DOCUMENTS 


ID 


Document 
No. 


Date 


Name 


fa 


p 


Ul 
U2 
U3 
U4 
U5 
U6 
U7 
U8 


3,725,953 

4,369,284 

4,665,570 

4,707,863 

5,093,940 

5,331,691 

5,334,646 

5,647,357 


04/10/1973 
01/18/1983 
05/19/1987 
11/24/1987 
03/10/1992 
07/26/1994 
08/02/1994 
07/15/1997 


Johnson et al. 

Chen 

Davis 

McNcal 

Nishiyama 

Runckel 

Chen 

Bamett et at. 


*Examiner 
Initial ID 
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Document 
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Publication 
Date 


Country 


Translation 
Provided 
Yes No 


None 
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Initial 


ID 
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02 
03 


Examine*^ . r\ 


14009 


Document Information 


Barracuda The Best Swim Goggles packaging 

Parker Laboratories, Inc., Aquaflex® Ultrasound Gel Pad sales 
literature, 1991 

3M Health Care sales brochure, Just plain talk about the many uses of 
Tegaderm™ transparent dressing, 1990 


Date Considered . ^ 


•Examiner: Initial if reference considered, whether or not cilaiion is in conformance with 
M.P.E.P. § 609; draw line through citation if not in conformance and not considered. Include 
copy of this form with next communication to applicants. 
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Schwartz et aJ 
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Group Art Unit 
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IN iTHE UNfTED STATES PATENT AND TRADEMARK OFFICE 
Applicants: A.N. .Schwartz etal. Attorney Docket No. SWTZ1 12205 

Serial No.: 09/069,706 Group Art Unit: 3408 

Filed:- April 29, 1998 . Examiner. P. Nerbun ' . 

Title: GOGGLES WITH PLIABLE AND RESILIENT SEALING PAD 

* i ' ■' * 

j RESPONSE TO AN OFFICE ACTION - 

| Seattle, Washington 98101 

j October 15, 1998 

i 

TO THE ASSISTANT COMMISSIONER FOR PATENTS: 

The Examinees Office Action mailed July 16. 1998 provisionally rejected Claims 1 1-14 under 
35 L'.S.C. § 101 as claiming the same invention as that of Claims 13. 14. 48 and 49 of Application 
No. 08/794.154. now on appeal. Applicants respectfully thank the Examiner for The courtesy 
extended in a telephone interview Monday. October 12, 1998, regarding an appropriate response to 

i 

the Office Action. ! 

Pursuant to tjhe telephone interview 0 n October 12, applicants have filed the attached petition 
requesting the Board of Patent Appeals and Interferences to remand the co-pending Application No. 
08/794.154 to the Examiner for the purpose of entering an amendment canceling Claims 13, 14 : 48 
and "49 from that application, Applicants further request the Examiner suspend prosecution of the 
present application, pending the Board's Riling on the above-described petition. Applicants finally 
request that upon remand, the Examiner enter an Examiner's amendment in Application No. 
08/794.154 canceling Claims 13, 14, 48 and 49 ? and applicants hereby consent to the entry of such 

i 

Examiner's amendment. 

Again, applicants thank the Examiner for the courtesy extended in resolving this matter, 

i 

I EXHIBIT B 
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Respectfully submitted, 

CHRISTENSEN O'CONNOR 
JOHNSON & KINDNESS""-" 


/ 

Thomas D. Theisen 
Registration No. 35,713 
Direct Dial (206) 224-0721 


I hereby certify that this correspondence is being deposited with the U.S. Postal Serv^ 
sealed envelope as first class mail u*h postage thereon folly prepaid addressed to: Assistant 
Commissioner for Patents, Washington. D.C. 202? ' . on October 1 5, 1 998 


Date; October 15. 1998 
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